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§ CENTfMLFAXCENTeR 

I AUG 1 1 2005 

§ Group Art Unit: 3627 
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§ Examiner: Fischer, Andrew J. 



For: Client-Side Pricing Agent for 
Collecting and Managing Product 
Price Information Over the Internet 



§ 

§ Attorney Docket No.: AUS000168US1 

§ 
§ 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Certificate of Transmission Under 37 CF.R. S J.8fa) 
1 hereby certify this correspondence is being transmitted via 
facsimile to the Commissioner for Patents, P.O. Box 1450, 
Alexandria* VA 22313-1450, facsimile number (571) 273- 
8300. on August 1 1 , 20J1^ 

L Amelia C. Turner 



PETITION FOR WITHDI^ AWAL OF FINAL REJECTION 



I hereby petition to withdraw the final rejection, on the basis that finality is 
improper due to new grounds of rejection that are not necessitated by any amendment made 
by Apph'cants. 



The Final Office Action issued June 3, 2005, rejects claims 3, 4, and 6 under 35 

U.S.C. § 1 12, second paragraph, as being indefinite for failing to particularly point out and 

distinctly claim the subject matter wlaich applicants regard as the invention. More 

particularly, with respect to claim 3, the Final Office Action states: 

a. Claim 3 recites the limitation "the associated piice data" in line 2. It 
is unclear if 'the associated price data" is the same or different from "an 
associated price value" as recited in claim 1 . Applicants are reminded that 
'^semantic indefiniteness of claims is not rendered unobjectionable merely 
because it ccw/tf have been coiTected. [Emphasis in original.]'' Allen 
Engineering Corp, v. Bartell Industries, Inc., 299 F,.3d 1336> 1349, 63 
USPQ2d, 1 776 (Fed. Cir. 2002) (citations and quotations omitted). 
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In this case, and by way of example only, the Examiner suggests (in 
Applicants' next appropriately filed response) changing in claim 3 "the 
associated price data" to -the associated price value- if Applicants'" 
specification supports such an amendment. To be clear, this solution is only 
a suggestion and is not a requirement mandated by the Examiner. Other 
solutions clearly exist and like all claim decisions, it is up to Applicants to 
select the best choice for their claims. 

The Final Office Action also states that Applicants' amendment necessitated the new 

grounds of rcjectiorL Applicants submit that no amendment made in this application 

necessitated the new grounds of rejection for claim 3 , as shown below. 

Original claim 1 recited: 

1 . A method of collecting product data, comprising the steps of: 
generating a profile identifying a given site URL, an item to be 

queried, and a scan interval; 

on a periodic basis as defined by the scan interval, retrieving data 

from the given site URL; and 

parsing the retrieved data according to a site template to generate a 

data record comprising an item name and an associated price value. 

[emphasis added] 

Original claim 3 recited: 

3. The method as described in claim 1 further including the step of: 
comparing the associated price data to a given threshold; and 
taking a given action if the price data has a given relationship to the 

given threshold condition, [emphasis added] 

As seen above, the new grounds for rejection could have been made in the very first office 
action. The reasons for not presenting the rejection in any of the four previous office 
actions are not relevant. The fact presented here is that no amendment made by Applicants 
necessitated the new grounds of rejection found in the Final Office Action issued June 3, 
2005. 

In consideration of this submission, i t is respectfiiUy requested that the fmal 

rejection be withdrawn, and the office action be re-issued as a non-fmal ofjfice action, so 

that Applicants are afforded a fair opportunity to address the new grounds of rejection. Of 

concern is the following passage from the Final Office Action: 

Because this application is now final. Applicants are reminded of the 
USPTO's after fmal practice as discussed in MPEP §714.12 and §714.13 
and that entry of amendments after final is not a matter of right 'The 
refusal of an examiner to enter an amendment after final rejection of claims 
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is a matter of discretion." In re Berber, 279 F.3d 975, 984, 61 USPQ2d 
1523, 1529 (Fed, Cir. 2002) (citations omitted). Furthermore, suggestions 
or examples of claim language provided by the Examiner are just that~ 
suggestions or examples-and do not constitute a formal requirement 
mandated by the Examiner. Unless stated otherwise by an express 
indication that a claim is "allowed,*'' exemplary claim language provided by 
the Examiner to overcome a pailicular rejection or to change claim 
interpretation has not been addressed with respect to other aspects of 
patentability (e.g. §101 patentable subject matter, §112 1st paragraph 
written description and enablement, §i 12 2nd paragraph indefiniteness, and 
§ 1 02 and §103 prior art). Thci^fore, any claim amendment submitted under 
37 C.F.R. §1.116 that incorporates an Examiner suggestion or exaropJe or 
simply changes claim interpretation will nevertheless require further 
consideration and/or search and a patentability detettnination as noted 
above. 

Form the above, as well as the previous example of the Examiner's discretion in the 
Advisory Action issued August 2» 2004, for example, Applicants are concerned that they 
will not be afforded a fair opportunity to address the new grounds of rejection. 

Tiierefore, Applicants respectfully request that the final rejection be withdrawn and 
that the office action be reissued as anon-final action. No fees are believed to be necessary. 
If, however, any fees are required, I authorize the Commissioner to charge these fees which 
may be required to IBM Corporation Deposit Account No. 09-0447. 



Respectfully submitted. 




Stephen R. Tkacs 
Reg. No. 46,430 



Yee & Associates, P.C. 



P.O. Box 802333 
Dallas, TX 75380 
972^385-8777 



Agent for Applicants 
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Facsimile Cover Sheet 



To: Commissioner for Patents for 
Exanniner Andrew J. Fischer 
Group Art Unit 3627 


Facsimile No.: 571/273-8300 


From: Amelia Turner 

Legal Assistant to Stephen R. Tkacs 


No. of Pages Including Cover Sheet: 5 


Message: 




Transmitted herewith: 




• Transmittal Document; and 

• Petition for Withdrawal of Final Rejection. 


Re: Application No.: 09/578,751 

Attorney Docket No: AUS000168US1 


Date: Thursday. Aueust 1 1, 2005 


Please contact us at (972) 385-8777 if 
you do not receive all pages 
indicated above or experience any 
difficulty in receiving this facsimile. 


This Facsimile is intended only for the use nf the addrexxee 
and. if the addresaee Ui a client or their a^ent, contains 
privileged and confidential information. If you are not the 
intended recipient of this facsimile, you have received this 
facsimile inadvertently and in error. Any review, 
disuremination. distribution, or copying is strictly prohibited. 
If you received this facsimile in erron please notify us by 
telephone and return the facsimile to us immediately* 



PLEASE CONFIRM RECEIPT OF THIS TRANSMISSION BY 
FAXING A CONFIRMATION TO 972-385-7766. 



PAGE 1/5«RCVDAT8/11/2fl05 2:48:41 PM[EastemDaynghtTiine]*SVR:USPTO.EFXra*DNIW^^^^ 



08/1172085 13:49 9723857766 



YEE & ASSOCIATES, PC 



PAGE 



THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re application of: Shraderetal. 

Serial No,; 09/578,751 

Filed: iVIay25,2000 

For Client-Side Pricing Agent for 
Colkcting nnd Managing Product Price 
Information Over the Internet 



35525 

PATEhTT TRADEMARK OFFICE 



§ Group Art Unit; 3627 

§ 

§ Exanniner: Fischer, Andrew J. 

§ 

§ Attorney Docket No.: AUSOOOie^UUSl 



CcrrificateofTransniKsioB Under 37_CF.R. S 1.8fa^ 
|T hereby certify this correspondence is being transmitted via' 
ifacsiinilc to the Commissioner for Patents;, P.O. Box 1450,i 
; Alexandria, VA 223 13-1450, facsimile number (571) 273-8300, | 
I on August 1 K 2005. 




TRANSMITTAL DOCUMENT 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

TRANSMITTED HEREWTTH: 



RECEIVED 

CENTRAL FAX CENTER 

AUG 1 1 2005 



Petition for Withdrawal of Final Rejection 

No fees are believed to be required. It however, any fees are required, I authorize the Commissioner 
to charge these fees which may be required to IBM Corporation Deposit Account No. 09''0447- No extension 
of time is believed to be necessary. If, however, an extension of time is required, the extension is requested, 
and I authorize the Commissioner to charge any fees for this extcnsiot) to IBM Corporation Deposit Account 
No. 09-0447. 

Respectfijlly^bmitted, 



I ITfAl 1.x. 1 IVaLtA 

Regisiration No. 46,430 
AGENT FOR APPLICANTS 

Duke W. Yee 
Registration No. 34.285 
YEE & ASSOCIATES, P.C 
P.O. Box 802333 
Dallas, Texas 75380 
(972) 385-8777 

ATTORNEY FOR APPLICANTS 
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